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DETAILED ACTION 
Claim Objections 

1 . Claims are objected to because of the following informalities: 

Claims 7, 8 and 10, line 1 , "a protected document" should be - the protected 
document -; and 

Claim 15, line 1, "an untranslated document" should be — the untranslated 
document --. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4 and 33 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 4 recites "the document has not been translated into a print ready format". 
However, claim 1 recites the method for "receiving a print ready version of the 
document from the computing device." It is confusing as to whether the document is in 
the print ready format when it is received from the computing device. 

3. With respect to claim 33, arguments analogous to those presented for claim 4, 
are applicable. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 6, 8-10, 18-21, 25, 26, 34 and 35 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Kurachi U.S. Patent No. 6,181,436. 

4. With respect to claim 6, Kurachi teaches a method for facilitating secure printing 
(fig. 9), comprising the steps of; 

receiving a protected document from a printing device (1d); 
unprotecting the document (201 h); and 

transmitting the unprotected document back to the printing device so that the 
printing device can generate a hard copy of the document (1f & 3c-e). 

5. With respect to claim 8, Kurachi teaches the method of claim 6, wherein the step 
of receiving the protected document comprises receiving an encrypted document 
(203k). 

6. With respect to claim 9, Kurachi teaches the method of claim 8, wherein the step 
of unprotecting the document comprises decrypting the document (201 h). 

7. With respect to claim 10, Kurachi teaches the method of claim 6, wherein the 
step of receiving the protected document comprises receiving the protected, 
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untranslated document (201 h). It is noted that translation/conversion is done at the 
printing device 3d. 

8. With respect to claim 18, Kurachi teaches a method for facilitating secure printing 
(fig. 9), comprising the steps of: 

receiving a document to be printed (3a); 

determining that the document cannot be printed in its present form (col. 14, lines 
37-41); and 

receiving a communication from a computing device that contains information 
that would facilitate printing of the document (col. 21, lines 17-23). 

9. With respect to claim 19, Kurachi teaches the method of claim 18, wherein the 
document is protected (col. 21, lines 17-23). 

10. With respect to claim 20, Kurachi teaches the method of claim 19, wherein the 
document is encrypted (col. 21, lines 17-23). 

1 1 . With respect to claim 21 , Kurachi teaches the method of claim 20, wherein the 
step of receiving a communication comprises receiving a key needed to decrypt the 
document (col. 21 , lines 17-23). 

12. With respect to claim 25, Kurachi discloses a computing device, comprising: 
a processing device; and 

memory including a security application that is configured to receive a protected 
document transmitted from a printing device, unprotect the document, and facilitate 
transmission of the unprotected document back to the printing device. 
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13. With respect to claim 26, Kurachi discloses the computing device of claim 25, 
wherein the protected document is encrypted and the security application is configured 
to decrypt the encrypted document. 

14. With respect to claim 34, Kurachi discloses a program stored on a computer- 
readable medium that facilitates secure printing, comprising: 

logic configured to receive a protected document from a printing device; 
logic configured to unprotect the document; and 

logic configured to facilitate transmission of the unprotected document back to 
the printing device so that the printing device can generate a hard copy of the 
document. 

15. With respect to claim 35, Kurachi discloses the program of claim 34, wherein the 
logic configured to unprotect the document comprises logic configured to decrypt the 
document. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Kurachi in view of Roberts et al. U.S. Patent No. 6,650,431 (hereinafter Roberts). 
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16. With respect to claim 1 , Karachi teaches a method for facilitating secure printing, 
comprising the steps of: 

receiving a document to be printed (3a); 

determining that the document cannot be printed in its present form (col. 14, lines 
37-41); 

transmitting the document to a computing device (3h); and 

translating the document into a print ready version at the printing device (3d). 

Kurachi, however, does not teach whether the translating into the print ready 
version can be done at the computing device. 

Roberts, the same field of endeavor of the document printing art, teaches the 
method for translating a document at a computing device (col. 10, lines 37-53). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the translating method of Roberts into the secure printing method 
of Kurachi. 

The suggestion/motivation for doing so would have been obvious to facilitate the 
printing process by translating the document before it is transmitted to the computing 
device. It would eliminate the step of translating the document into the print ready 
format by the printing device. 

Therefore, it would have been obvious to one of ordinary skill in the art to 
combine Kurachi with Roberts to obtain the invention as specified in claim 1 . 

17. With respect to claim 2, Kurachi teaches the method, wherein the document is 
protected document (201 h). 
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18. With respect to claim 3, Kurachi teaches the method, wherein the document is 
encrypted (201 h). 

19. With respect to claim 4, Roberts teaches the method, wherein the document has 
not been translated into a print ready format before it is transmitted to the printing 
device (col. 10, lines 37-53). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Kurachi and Roberts as applied to claim 1 above, and further in view of 
Fresk et al. U.S. Patent No. 6,026,258 (hereinafter Fresk). 

20. With respect to claim 5, the combination teaches the method of claim 1 , but it 
does not teach expressly that the step of transmitting the document comprises 
wirelessly transmitting the document to a portable computer device. 

Fresk, the same field of endeavor of the document printing art, teaches the 
method for communicating wirelessly between a printing device and a portable 
computer device (fig. 1). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the wireless communication of Fresk into the secure printing 
method of Kurachi and Roberts. 

The suggestion/motivation for doing so would have been to provide the same 
secure printing method of Kurachi and Roberts in the portable computer device in a 
wireless communication setting. 
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Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 5. 

Claims 7 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kurachi as applied to claim 6 above, and further in view of Fresk. 

21 . With respect to claim 7, Kurachi teaches the method of claim 6, but it does not 
teach expressly that the step of transmitting the document comprises wirelessly 
transmitting the document to a portable computer device. 

Fresk, the same field of endeavor of the document printing art, teaches the 
method for communicating wirelessly between a printing device and a portable 
computer device (fig. 1). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the wireless communication of Fresk into the secure printing 
method of Kurachi. 

The suggestion/motivation for doing so would have been to provide the same 
secure printing method of Kurachi in the portable computer device in a wireless 
communication setting. 

Therefore, it would have been obvious to combine the three references to 
combine Kurachi with Fresk to obtain the invention as specified in claim 7. 

22. With respect to claim 12, arguments analogous to those presented for claim 7, 
are applicable. 
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Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurachi 
as applied to claim 10 above, and further in view of Roberts. 

23. With respect to claim 1 1 , Kurachi teaches the method of claim 8, but it does not 
teach whether translating the document into a print ready format after unprotecting it. 

Roberts, the same field of endeavor of the document printing art, teaches the 
method for translating a document at a computing device (col. 10, lines 37-53). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the translating method of Roberts into the secure printing method 
of Kurachi. 

The suggestion/motivation for doing so would have been obvious to facilitate the 
printing process by both unprotecting and translating the document before it is 
transmitted to the computing device. It would eliminate the step of translating the 
document into the print ready format by the printing device. 

Therefore, it would have been obvious to one of ordinary skill in the art to 
combine Kurachi with Roberts to obtain the invention as specified in claim 1 1 . 

Claims 13, 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kurachi in view of Roberts. 

24. With respect to claim 13, arguments analogous to those presented for claims 6 
and 1 1 , are applicable. 

25. With respect to claim 15, arguments analogous to those presented for claim 10, 
are applicable. 
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26. With respect to claim 16, arguments analogous to those presented for claim 1 1 , 
are applicable. 

Claims 14 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Kurachi and Roberts as applied to claim 13 above, and further 
in view of Fresk. 

27. With respect to claim 14, arguments analogous to those presented for claim 7, 
are applicable. Note that the three references are in the same field of endeavor which 
is the document printing art. 

28. With respect to claim 17, arguments analogous to those presented for claim 12, 
are applicable. 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurachi 
as applied to claim 18 above, and further in view of Fresk. 

29. With respect to claim 22, arguments analogous to those presented for claim 7, 
are applicable. 

Claims 23, 28, 29, 31-33, 36 and 37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kurachi in view of Roberts. 

30. With respect to claim 23, arguments analogous to those presented for claim 1 , 
are applicable. 



Application/Control Number: 10/029,458 Page 1 1 

Art Unit: 2622 

31 . With respect to claim 28, arguments analogous to those presented for claim 1 , 
are applicable. 

32. With respect to claim 29, refer to fig. 9 of Kurachi. 

33. With respect to claim 31 , arguments analogous to those presented for claim 1 , 
are applicable. 

34. With respect to claim 32, arguments analogous to those presented for claim 3, 
are applicable. 

35. With respect to claim 33, arguments analogous to those presented for claim 4, 
are applicable. 

36. With respect to claim 36, arguments analogous to those presented for claim 1 , 
are applicable. 

37. With respect to claim 37, refer to fig. 9 of Kurachi. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Kurachi and Roberts as applied to claim 23 above, and further in view of 
Fresk. 

38. With respect to claim 24, arguments analogous to those presented for claim 5, 
are applicable. 



Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Kurachi and Roberts as applied to claim 28 above, and further in view of 
Fresk. 
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39. With respect to claim 30, arguments analogous to those presented for claim 5, 
are applicable. 

Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kurachi 
as applied to claim 25 above, and further in view of Fresk. 

40. With respect to claim 27, arguments analogous to those presented for claim 7, 
are applicable. 
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